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DETAILED ACTION 

The specification objection is withdrawn. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. That the film has a "not very pronounced surface relief" is not 
particularly clear as it is a relative phrase and the specification is absent a definite 
meaning to this term. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Application/Control Number: 1 0/531 ,389 Page 3 

Art Unit: 1794 

Claims 1-7, 9-10, and 12 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over USPN 6,471,248 to Hardwick 
etal. 

Hardwick teaches a security data carrier ID (banknotes and the like, 1:18), 
wherein the substrate is embossed, has moire patterns, includes diffracting gratings and 
optical variable devices (embraces relief and holographic structures), and fine line or 
filigree patterns (3:1-10, embraces guilloches). Thus the areas where and where not are 
printed and embossed are inherently tactilely perceptible. The substrate 10, Fig. 6 and 
associated text, is provided with printed patterns 56 covered in part by opacifying Ti02 
ink 15 and 16 creating windows (gap). Because the ink 15 and 16 is printed, by intaglio 
process is not weighed heavily (see below), it is considered to be the recited film. See 
also 4:20-45, 6:15-50. Claims 1-6, 9-10 and 12 are met. 

Product-by-process claims are not limited to the manipulations of the recited 
steps (i.e. intaglio printing), only the structure implied by the steps. Patentability of an 
article depends on the article itself and not the method used to produce it (see MPEP 
2113). Furthermore, the invention defined by a product-by-process invention is a 
product NOT a process. In re Bridgeford, 357 F. 2d 679. It is the patentability of the 
product claimed and NOT of the recited process steps which must be established. In re 
Brown, 459 F. 29 531. Both Applicant's and prior art reference's product are the same. 
Thus, the not very pronounced surface relief and tactile perceptibility features are 
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inherently present because the same print and film material and structure is applied as 
claimed. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10, and 12 rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 6,471,248 to Hardwick et al in view of US 6,505,779 to Power et al. 

Hardwick, as set forth above essentially teaches the claimed invention. In the 
event that the process limitations prove to structurally differ from Hardwick, the 
following rejection is applied. 

While not teaching intaglio printing of the printed opacifying ink layers or its 
thickness. Power, analogously directed, teaches the advantages of such a printing. 

Powers explains opacifying ink layers, applied in a similar fashion as windows, 
in intaglio print conceal the security indicia at oblique angles in reflected light because 
of the height of the intaglio lines (and thus height and thickness are result effective 
features). While not teaching an exact height, it is obvious to shape or size it also 
dependent upon how much concealing is desired. See 2:25-40, 3:1-35, 4:1-25. It is 
submitted the optimal and/ or claimed values of the respective material would have 
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been obvious to the skilled artisan at the time the invention is made since it has long 
being held that such discovery, such as an optimum value of the respective result 
effective variable involves only routine skill in the art. In re Boesch, 617 F.2d 272,205 
USPQ 215(CCPA 1980). See also MPEP § 2144.05 H (B). Analysis of whether the subject 
matter of a claim would have been obvious need not seek out precise teachings directed 
to the specific subject matter of the challenged claim, for a court can take account of the 
inferences and creative steps that a person of ordinary skill in the art would employ. 
KSR Int'l Co. V. Teleflex, Inc., 127 S. Ct. 1727, 1740-741, 82 USPQ2d 1385, 1396 (2007) 
(quoting In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 1336-37 (Fed. Cir. 2006)). 
Motivation need not be found in the references sought to be combined, but may be 
found in any number of sources, including common knowledge, the prior art as a 
whole, or the nature of the problem itself. In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 
545, 549 (CCPA 1969). 

It would have been obvious to one having ordinary skill in the art to have 
modified the security of Hardwick by including intaglio printing to alter the height of 
the ink to effectively conceal the underlying indicia as taught and cited above by 
Powers. 

Claims 5 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 6,471,248 to Hardwick et al in view of US 6,505,779 to Power et al, as applied to 
claim 1 above, and further in view of US 6,474,695 to Schneider et al. 
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The combination is set forth above. 

While not explicitly stating "surface relief and holographic embossed structures" 
security features, claims 5 and 1, Schneider explicitly teaches the security features. 

Schneider teaches security bank notes and ID (identity) cards having optically 
effective structures such as embossed holograms or diffraction or relief structures to 
affect the different viewing angles and coloring. See 3:25-41, 4:1-55, col. 6 and col. 11. 

It would have been obvious to one having ordinary skill in the art to have 
modified the combination to include holograms or surface relief as claimed because 
Schneider teaches it adds to differing angles and coloring of a security as cited above. 

Response to Arguments 

Applicant argues that because Hardwick discloses printing on a substrate with 
windows, that tactile perceptibility of the intaglio printing is not maintained. However, 
as stated prior, the fact that printing is claimed as a process derived print, "intaglio" is 
considered the process, and does not change the final product, i.e. carrier with print and 
film on it in the order claimed. 

Applicant argues that Hardwick doesn't disclose at least one printed area having 
tactile perceptibility and maintaining it because he alleges that Hardwick' s device 20 is 
embedded. However, this argument is not convincing because the Examiner relied on 
printed area printed with the same intaglio print, elements 15 and 16, as having said 
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tactile perceptibility, not the device. Applicant argues the print doesn't protect against 
forgery however, this is not convincing because Applicant does not claim a print that 
protects against forgery, but a data carrier and Hardwlck teaches the ink for security. 
Further Applicant has not provided evidence to the ink not being able to prevent 
forgery. 

Applicant's claim 5 as amended is stUl vague and indefinite because "not very 
pronounced" is relative as set forth prior. 

Applicant further points to thicker inking 16 and embossing 14 of Applicant's 
instant specification FIG. 3, this however is not expressed in the claims. If placed in the 
claims, it would make it better to understand what is intended. 

Applicant argues Power, however. Power was used to show intaglio printing is a 
conventional way of printing (while again not needed because it is a method as 
explained above). 

Applicant argues opacifying inks are irrelevant; the Examiner just referenced it 
so that it is clear both references use these inks in similar securities. 

Applicant argues the film modification would not have tactUe perceptibility, 
however this is speculative. Schneider is used for the same reasons above. 

A prima facie case has been established, and therefore the burden shifts to the 
Applicant to submit additional objective evidence of nonobviousness, such as 
comparative test data showing that the claimed invention possesses improved 
properties not expected by the prior art. Arguments of counsel cannot take the place of 
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factually supported objective evidence. See, e.g.. In re Huang, 100 F.3d 135,139-40, 40 
USPQ2d 1685, 1689 (Fed. Cir. 1996); In re De Blauwe, 736 F.2d 699,705, 222 USPQ 191, 
196 (Fed. Cir. 1984). Until the Applicant has convincingly argued or has provided 
evidence to the contrary, the rejections are maintained. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TAMRA L. DICUS whose telephone number is (571)272- 
1519. The examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., 
alternate Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Bernatz, acting SPE for Carol Chaney, can be reached on 571-272- 
1505. The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Tamra L. Dicus /TLD/ 

Examiner 

Art Unit 1794 

May 14, 2009 
/Bruce H Hess/ 

Primary Examiner, Art Unit 1794 



